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The Current Law of Trade-Marks and Unfair 
Competition in the United States 
Included in SHEPARD’S CITATIONS 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the Washington tribunals. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal Congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and business 
executives and is edited with a view to their needs and requirements. 
The subscription price is Six Dollars per year in the United States 
and Mexico; for other countries, add fifty cents. Subscriptions may 
begin at any time. Write for sample copy. 


A limited number of volumes for previous years can be furnished 
at the following prices: 


Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 


Transportation extra. Address: 
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Justin Haynes & Company, Inc. v. Feperat Trape Commission 
(105 F. [2d] 988) 


United States Circuit Court of Appeals, Second Circuit 


July 10, 1939 


Trape-Marks aND Unrarr ComMPETITION—FeEpERAL Trape Commission Act— 
REstTricrion ON Court’s AvuTHORITY. 


The court is not permitted to pass upon the weight of evidence when 
reviewing an order of the Federal Trade Commission. 
Trape-Marks AND Unratr CompetTiTion—FeEperAL Trape Commission Act— 


“AsSPIRUB” ON MeEpiIcINAL Propucr—MIsLEADING ADVERTISING— 
APPEAL. 


An order of the Federal Trade Commission requiring petitioner to 
“cease and desist” from using the trade-mark “Aspirub” on a medicinal 
product of its manufacture, and forbidding further representations as 
to the beneficial effect of the aspirin contained therein, was affirmed, 
inasmuch as the evidence showed that only a small amount of aspirin in 
said product was absorbed in the body and was of little or no therapeutic 
use for the ailments it was represented to relieve. 

Trape-Marks anp Unram Competition—Feperat Trape Commission Act— 
Deceprive ADVERTISING. 

Held that the false and deceptive advertising of an article in com- 
petition with other articles “constitute unfair methods of competition” 
under the Federal Trade Commission Act, notwithstanding petitioner’s 
contention that such false and deceptive advertising was only misbrand- 
ing in violation of the Pure Food and Drugs Act. 

In equity. Appeal from a “cease and desist order” of the 


Federal Trade Commission. Order affirmed. 


Munn, Anderson & Liddy, of New York City (Orson D. Munn 
and John H. Glaccum, both of New York City, of counsel), 
for petitioner. 

W.T. Kelley, Chief Counsel, Federal Trade Commission, Martin 
A. Morrison, Asst. Chief Counsel, and S. Brogdyne Teu, II, 
Reuben J. Martin, and James W. Nichol, Sp. Attys., all of 
Washington, D. C., for respondent. 


Before Swan, Aveustus N. Hanp, and Crark, Circuit Judges. 


Swan, C. J.: The petitioner is a New York corporation which 
sells and distributes in interstate commerce under the trade-name of 


“Aspirub” a medical preparation for external use containing 1.5 per- 
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cent of aspirin. It has advertised the curative properties of its 
preparation in glowing terms, placing special stress upon the 
aspirin constituent. In March, 1936, the Commission filed a com- 
plaint against the petitioner charging that its advertising was false 
and deceptive and constituted unfair methods of competition in com- 
merce contrary to the provisions of the Federal Trade Commission 
Act, 15 U. S. C. A. § 45. The gravamen of the complaint is that 
“Aspirub” has no therapeutic value as aspirin because of its negligi- 
ble aspirin content and because aspirin cannot be absorbed into the 
body through the skin. After extensive hearings an order was 
entered on April 21, 1938, which in substance forbids the petitioner 
to use the trade-name “Aspirub” and to represent that its prepara- 
tion accomplishes to any substantial extent the beneficial effects of 
aspirin or is absorbable through the skin in an amount sufficient to 
produce any beneficial therapeutic effect. This order the petitioner 
asks us to set aside, its main contention being that the Commission's 
findings of fact in support of the order are not sustained by any sub- 
stantial evidence. 

The essential findings are that only an insignificant amount of 
the aspirin in the petitioner’s compound is absorbed into the human 
body when applied dermally (fols. 107, 111) and that it is of little 
or no therapeutic value for the various pains and ailments which it 
is represented to relieve (fol. 110). These findings are supported 
by the testimony of the three expert witnesses called by the Commis- 
sion; and in the light of such testimony there can be no doubt that 
the petitioner's advertisements were grossly exaggerated and mis- 
leading. It is true that these witnesses had no personal experience 
with “Aspirub” and based their opinions upon their general medical 
and pharmacological knowledge. They were, however, well-quali- 
fied expert witnesses, and the fact that other experts called by the 
petitioner expressed a contrary opinion and testified to experiments 
cannot enable the petitioner to contend successfully that there was 
no substantial evidence to support the Commission’s findings. That 
this court is not permitted to pass upon the weight of the evidence 


is too well established to require the citation of authorities. 
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The petitioner also contends that “Aspirub” is the only medical 
preparation for external use containing aspirin and is therefore not 
in competition with any other product in interstate commerce. But 
the Commission’s finding as to competition is supported by evidence. 
Witness Manss of the Bayer Company testified that, in so far as 
‘“Aspirub” is recommended as a relief for aches and pains and as an 
alleviant for colds, he regards it as in competition with his company’s 
product “‘Aspirin,’ as well as in competition with other prepara- 
tions offered for external or internal use. Indeed, that it actually 
or potentially competes with other aspirin products seems self 
evident; the petitioner itself advertises its preparation as a “new 
convenient way to use aspirin.” Federal Trade Commission v. Rala- 
dam Co., 283 U. S. 648, 51 S. Ct. 587, 75 L. Ed. 1824, 79 A. L. R. 
1191 [21 T.-M. Rep. 575], is distinguishable, since there no proof 
was given as to competition. 

Finally, it is urged that the Commission's order does not restrain 
“unfair methods of competition,’ but is directed against conduct 
which is, at most, only “misbranding,”’ contrary to the Pure Food 
and Drugs Act, 21 U.S. C. A. § 1 et seq. The 1938 amendment to 
Section 5 of the Fedefal Trade Commission Act, 15 U. S. C. A. § 45, 
expressly includes “unfair or deceptive acts or practices in com- 
merce.” This amendment was approved March 21, 1938, which was 
after the hearings in the case at bar had closed but before the Com- 
mission had issued its order. In favor of the petitioner we shall 
assume that the amendment is not applicable; therefore, if the 
order is to be supported, it must be as a restraint of “unfair methods 
of competition in commerce.’ But we entertain no doubt that false 
and deceptive advertising of an article in competition with other 
articles in commerce falls under that definition and was within the 
Commission’s jurisdiction. See Federal Trade Commission v. Win- 
sted Hosiery Co., 258 U. S. 483, 42 S. Ct. 384, 66 L. Ed. 729 [11 
T.-M. Rep. 277]; Federal Trade Commission v. Royal Milling Co., 
288 U.S, 212, 53 S. Ct. 335, 77 L. Ed. 706. 


Order affirmed. 
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Paramount Pictures, INc. et aL. v. THE LEADER Press, INc. 
United States Circuit Court of Appeals, Tenth Circuit 
August 28, 1939 


Unrair ComMPETITION—DISPARAGEMENT OF ComMPETITOR’s BustNEss—INTENT. 


One without privilege so to do has no right to issue and publish an 
untrue or deceptive statement of fact which has a disparaging effect 
upon the quality of another’s property. Moreover, if the statement is 
understood as disparaging and such understanding is a reasonable con- 
struction of the language used, it is immaterial that the person making 
it did not intend to be understood in that manner. 


Unrair CompetTiTion—Use or MISLEADING, BELITTLING AND DECEPTIVE 


STATEMENTs AS TO ComPeTiToR’s BustNEss—APPEAL—REVERSAL. 

Plaintiff had for many years been engaged in manufacturing and 
distributing motion pictures in Oklahoma and elsewhere under the trade- 
name “Paramount Pictures,’ having produced each year for the past 
fifteen years at least fifty feature pictures at great cost, and having 
gained for its product, as well as for its motion picture players, a wide 
and enviable reputation for excellence, said pictures being exhibited in 
the leading motion picture theatres throughout the country. Plaintiff 
also licensed exhibitors to show its pictures and provided therein that 
such exhibitors should advertise and announce them as “Paramount 
Pictures” and should use the form of announcement contained in the 
advertising material used by plaintiff in respect to each of its pictures. 
Defendant, with the knowledge of the above conditions, and without 
plaintiff's consent, used in its advertising of plaintiff's pictures, erroneous 
and misleading information, also cartoons and caricatures of the feature 
players employed by plaintiff in such a way as to impair the latter’s 
good-will and injure its business. The decision of the lower court was 
reversed and an injunction granted. 


In equity. Appeal from the United States District Court, 


Western District of Oklahoma, in an action for unfair competition. 
Reversed. For the decision below, see 28 T.-M. Rep. 582. 


Frank Wells, Oklahoma City, Okla. (D. I. Johnston, Keaton, 
Wells & Johnston, all of Oklahoma City, Okla., and Louis 
Phillips, of New York City, on the brief) for appellants. 
Frank C. Love (Embry, Johnson, Crowe § Tolbert, Chas. 
Edward Johnson and V. P. Crowe, on the brief), all of 
Oklahoma City, Okla, for appellee. 


Before Puitirrs, Brarron and Wi .iaMs, Circuit Judges. 


Bratton, C. J.: This is an action in equity brought by Para- 


mount Pictures, Inc., and Paramount Pictures Distributing Com- 
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pany, Inc., against The Leader Press, Inc. Paramount Pictures, 
Inc., owns Paramount Pictures Distributing Company, Inc., as a 
subsidiary. Their separate corporate entity will be disregarded; 
they will be referred to in the singular; and reference will be made 
to the parties as they appeared in the trial court. 

It is alleged in the bill that plaintiff is engaged in the production 
and distribution of motion pictures for exhibition in motion picture 
theaters in Oklahoma and elsewhere; that such pictures have been 
and are advertised, identified by the public, and known as “Para- 
mount Pictures”; that during the previous fifteen years or more 
plaintiff has produced each year not less than fifty feature pictures 
and that it would produce at least an equal number during the cur- 
rent year; that they cost not less than two hundred thousand dollars 
each, some cost far in excess of that amount, and some cost a 
million or more; and that they have attained a very high standard of 
distinctive quality and merit, and enjoy an extremely valuable 
reputation in the mind of the general public. It is further alleged 
that plaintiff employs and has contracts with well-known and out- 
standing personalities of the stage, screen, and radio, sometimes 
referred to as “stars” and “featured players” to appear in its pic 
tures; that in addition to the employment of such personalities, it 
is necessary for plaintiff to develop and train new actors and 
actresses in order that new personalities may be created which will 
receive public approbation and acclaim, and will attain the status 
of stars and featured players; that through intensive direction, in- 
struction, and exploitation, and the expenditure of large sums of 
money for outstanding plays and stories, the actors and actresses 
employed by plaintiff have attained outstanding prominence in the 
public mind, and the motion pictures in which they appear attract 
large audiences and are in great public demand; that proper and 
adequate publicity and advertising is indispensable to the stars and 
featured players appearing in motion pictures as well as to the pic- 
tures themselves, as that constitutes the only means through which 
information is communicated to the public; that such publicity and 


advertising must be artistic, meritorious and attractive in form in 
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order that it will appeal to the public and induce persons to attend 
motion pictures; that plaintiff employs a special staff of artists to 
prepare special drawings, pictures, photographs, lithographs, 
posters, display signs, press sheets, and other advertising material 
and accessories at an annual cost of five hundred thousand dollars 
for the purpose of announcing to the public in the most favorable 
and attractive manner its motion pictures and the stars and featured 
players appearing in them; that such advertising accessories are of 
highly artistic merit; that plaintiff also expends annually in excess 
of one million dollars in advertising and publicizing nationally in 
newspapers, magazines, and other periodicals, and over the radio its 
motion pictures as well as the stars and featured players appearing 
in them; and that such attractive and adequate advertising as the 
medium of attracting the public to its motion pictures is of great 
value to plaintiff. 

It is then alleged that the motion pictures are copyrighted; that 
they are distributed for exhibition at theatres, with provision that 
upon the completion of the exhibition the print shall be returned to 
plaintiff; that title to the pictures remains in plaintiff; that the 
licensee has no right in them except to exhibit them in accordance 
with the license agreement; that the revenue which plaintiff derives, 
whether it be a fixed fee or a sum equal to a specified percentage of 
the gross receipts, is diminished by improper advertising, exploita- 
tion, and publicity of the pictures and of the stars and featured play- 
ers who appear in them; that in order to preserve the value of such 
motion pictures, to preserve and enhance the value of the stars and 
featured players, to preserve the value of the contracts which plain- 
tiff has with its stars and featured players, to preserve the value of 
its trade-name “Paramount Pictures,” and to preserve its good- 
will with the public, plaintiff provides in all of its license agreements 
with exhibitors that the exhibitors shall advertise and announce the 
pictures as “Paramount Pictures,” and shall otherwise adhere to 
the form of announcement contained in the advertising material used 


by plaintiff in respect to each of its pictures; and that plaintiff leases 


to each exhibitor to whom it licenses a picture such of its artistic, at- 
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tractive, and meritorious advertising accessories as he may from 
time to time require. 

It is further charged that, well knowing the premises, without 
the consent of plaintiff, and without the consent of the actors and 
actresses employed by it, defendant produces, manufactures, sells, 
and distributes to exhibitors with whom plaintiff has existing con- 
tracts, advertising accessories purporting to relate to the pictures of 
plaintiff; that such advertising accessories do not contain the name 
of plaintiff or identify its pictures as “Paramount Pictures”; that 
such accessories contain erroneous, misleading, and deceptive in- 
formation; that they incorporate therein pictures, cartoons, and 
caricatures of the stars and featured players employed by plaintiff 
in an inartistic, grotesque, and inferior manner; that the public 
attributes such advertising accessories to plaintiff; and that they 
bring discredit upon the pictures, damage and impair the good-will 
of plaintiff, and injure and jeopardize its business integrity beyond 
measure. By amendment in the nature of a bill of particulars, the 
bill describes certain posters charged to have been distributed by 
defendant referring to pictures produced and distributed by plain- 
tiff. One related to the picture “Cleopatra.” It is alleged that this 
poster, showing the head of Claudette Colbert, was so prepared that 
it depicted her as a negress instead of a white woman; that the 
negroid appearance would lead many persons to believe that the 
leading character was colored; that the artistic makeup of the poster 
was extremely crude; that it omitted the name of Joseph Schild- 
kraut, which plaintiff was required by contractual obligation to 
insert in all advertisements; and that it likewise omitted the phrase 
“A Paramount Picture.” Another poster related to the picture “The 
Big Broadcast of 1937.” It is alleged that it included the names of 
two stars or featured players who did not appear in the picture; that 
it misspelled the name of another; that the first names of two were 
omitted ; that the last names of these two were smaller than the names 
of two others, whereas plaintiff was required to use the same size of 
type for each of such performers; that it omitted the phrases 
“Adolph Zukor Presents” and “A Paramount Picture”; and that it 


was inferior and of obvious inadequate artistry. Similar allegations 
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are made in respect to more than twenty-five other pictures. The 
prayer is that defendant be enjoined from manufacturing, produc- 
ing, selling, and distributing advertising accessories intended for use 
in advertising the motion pictures of plaintiff, and for an accounting. 

The motion of defendant to dismiss the bill for failure to allege 
facts sufficient to constitute a cause of action entitling plaintiff to 
any relief was sustained, and the bill was dismissed. Plaintiff ap- 
pealed. 

In approaching the questions presented it must be remembered 
that the motion to dismiss admits all matters well pleaded in the 
bill, and that the ultimate question is whether the facts well pleaded 
are sufficient to entitle plaintiff to relief in equity. The business in 
which plaintiff is engaged is a lawful one, and it serves the distinc- 
tive wants of a large part of the people in all parts of the country. 
Elucidation is not needed to make it plain that the right to carry on 
a lawful business is a valuable right which a court of equity will 
protect against unwarranted interference or undue obstruction. The 
business of plaintiff is one of large capital investment, and is main- 
tained and operated at an annual outlay of more than a million and 
one-half dollars for advertising alone. A large part of such business 
consists of intangible property, that is, the popularity of its pictures, 
its good-will, and the good-will of its stars and featured players, all 
of which is brought about in large measure by artistic and attractive 
advertising calculated to present the pictures and the stars and 
featured players appearing in them in a manner which appeals to 
the public and induces persons to attend shows where such pictures 
are exhibited. But a court of equity will extend appropriate protec- 
tion to intangible as well as tangible property which forms a part 





of a lawful business. Equity does not draw any distinction between | © 
the two kinds of property in respect of protection against wrongful | | 


invasion. 

It is contended that the bill states a cause of action for unfair 
competition. It would be profitless to follow counsel through their 
diligent canvass of International News Service v. Associated Press, 
248 U. S. 215, and other like cases, for the reason that the bill 
neither alleges facts which constitute the misappropriation of the 
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property of plaintiff nor the passing off of the advertising mer- 
chandise of defendant as that of plaintiff. But it does charge in 
extenso that the defendant is manufacturing, selling, and distribut- 
ing for the intended purpose and design of advertising the motion 
pictures of plaintiff, cheap, inferior, and grotesque advertising ac- 
cessories which contain erroneous, misleading, and deceptive in- 
formation, which fail to contain the name of plaintiff or to identify 
the pictures as “Paramount Pictures,” and which bring discredit to 
such pictures, impair the good-will of plaintiff, and injure its busi- 
ness. One without privilege so to do, has no right to issue and pub- 
lish an untrue or deceptive statement of fact which has a disparag- 
ing effect upon the quality of another’s property, under circum- 
stances which would lead a reasonable person to foresee that it will 
have such effect. The making of such a statement in such circum- 
stances is tortious. Restatement of the Law of Torts, § 626. And 
if the statement is understood as one of disparagement and the un- 
derstanding is a reasonable construction of the language used, it is 
immaterial that the person making it did not intend it to be under- 
stood in that manner. Restatement, supra, § 629. The allegations 
contained in the bill and admitted by the answer bring the case well 
within the ambit of that principle. 

According to the bill, it is specifically provided in all license 
agreements which plaintiff enters into with exhibitors that such 
exhibitors shall announce and advertise each motion picture as “A 
Paramount Picture,” and that, in addition to containing erroneous, 
misleading, and deceptive information, the advertising accessories 
which defendant manufactures and distributes among such exhibitors 
fail to contain the name of plaintiff or to identify its pictures as 
Paramount Pictures. The rule that one may not knowingly and 
intentionally induce another to breach his contract with a third per- 
son is too well established to merit extended discussion or the citation 
of cases. The act of defendant in manufacturing and distributing 
among exhibitors thus bound by contract, advertising accessories 
which fail to contain the name of plaintiff or to identify the pictures 
and Paramount Pictures is a wrongful contribution or inducement 
to the breach of the license contracts. It is said that defendant does 
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not use the advertising accessories; that, instead, the operators of 
the motion picture theatres use them. But defendant manufactures 
and distributes among such exhibitors for the intended purpose of 


being used in a manner which violates the license contracts existing 
between plaintiff and such exhibitors. That is a direct inducement 
to the breach and is therefore enough. It is also said that if plain- 
tiff can be heard as to the manner in which an exhibitor advertises his 
pictures, it may also be heard as to the manner in which he adver- 
tises his theatre. The manner in which an exhibitor advertises his 
own theatre is one thing. Of course plaintiff has no right to be 
heard in repect of it. But the manner in which he advertises the 
pictures of plaintiff and the stars and featured players appearing 
in them is quite another. Manifestly, plaintiff has the right to be 
heard in respect of it if the advertising violates the license agreement 
or wrongfully disparages the business in such manner as to impair 
its good-will and reduce its value. 

The decree is reversed and the cause remanded with directions 
to deny the motion to dismiss, and for further proceedings not in- 
consistent with the views expressed herein. 





James Heppon’s Sons v. CALLENDER 
(28 F. Supp. 643) 


United States District Court, District of Minnesota 
Third Division 
July 21, 1939 


Unrair ComPETITION AND TrapE-Marks—Srate Farr Trape Acts, MInNE- 
sora—J URISDICTION. 
In an action under the Minnesota Fair Trade Act (Chap. 117, Sec. 2 
Laws of 1937) the Federal District Court held to have jurisdiction, as 
the amount in controversy exceeded $3,000. 
Trape-Marks AND Unrair Competition—Goop-Witt as Property Ricur. 
A manufacturer’s good-will, trade-name and trade-mark are prop- 
erty rights which it has the right to possess, use and enjoy free from 
interference by competitors. 
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Unrair Competirion—Fair Trape Acts—Sae or Trape-Markep Goops By 
Non-SicnatTory at Less Tuan Contract Prices. 

In an action under the Minnesota Fair Trade Act, motion by de- 
fendant, a non-signatory, who sold plaintiff's trade-marked goods at 
prices lower than those stipulated under a Fair Trade contract, to 
dismiss the complaint was denied. 

In equity. Action to enjoin defendant under the Minnesota 
Fair Trade Act from selling plaintiff's trade-marked product at less 
than minimum prices fixed by Fair Trade agreements. On de- 
fendant’s motion to dismiss. Motion denied and preliminary in- 
junction granted. 


Bruce W. Sanborn, of St. Paul, Minn., and Samuel W. Banning, 
of Chicago, Ill., for plaintiff. 
Callender § Luxford, of St. Paul, Minn., for defendant. 


Sutuivan, D. J.: This is an action to enjoin the defendant from 
advertising or offering for sale, or selling commodities manufactured 
by the plaintiff, bearing its trade-mark and name, at less than the 
minimum prices set out in the schedule of prices attached to and 
a part of the “Fair Trade Retail Sales Contracts” entered into be- 
tween plaintiff and many retail dealers in the State of Minnesota 
and elsewhere. The defendant is not a party to any such contract. 

An amended complaint has been filed by the plaintiff. A pre- 
liminary injunction has been asked by the plaintiff, and the de- 
fendant has moved to dismiss the bill of complaint. These matters 
came on to be heard on the same day. The ground of the motion to 
dismiss is that this court is without jurisdiction because the matter 
in controversy does not exceed Three Thousand Dollars ($3,000), 
exclusive of interest and costs. 

The jurisdiction of a District Court in a civil suit of this nature 
is limited by statute to: (1) .... where the matter in controversy 
exceeds, exclusive of interest and costs, the sum or value of $3,000, 
and (a) arises under the Constitution or laws of the United States, or 
treaties made, or which shall be made, under their authority, or (b) 
is between citizens of different States, or (c) is between citizens of 
a State and foreign States, citizens, or subjects....” 28 U.S.C. A. 
§ 41(1). 
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The amended complaint contains a formal allegation to the effect 
that the amount in controversy exceeds the sum of Three Thousand 
Dollars ($8,000), exclusive of interest and costs. ‘Such a formal 
allegation is sufficient [to confer jurisdiction], unless the bill con- 
tains others which qualify or detract from it in such measure that 
when all are considered together it cannot fairly be said that juris- 
diction appears on the face of the complaint... .” KVOS, Ine. v. 
Associated Press, 299 U. S. 269, at page 277, 57 S. Ct. 197, at page 
200, 81 L. Ed. 1838. 

In fortification of the formal allegation, plaintiff alleges that 


Unless the present defendant be enjoined and restrained from the mak- 
ing of sales for delivery into all the States wherein the plaintiff has already 
negotiated Fair Trade contracts, or may in the future negotiate such con- 
tracts, the plaintiff’s entire price structure will be jeopardized and the 
plaintiff's business will be irrevocably damaged and injured. 

Paragraph 11, amended complaint. 

In Paragraph 12 of the amended complaint it is alleged: 


Plaintiff further shows that the values here involved are in no sense to 
be measured by the present volume of business done by the defendant, but 
on the contrary are to be measured by the value of the plaintiff’s trade- 
name, trade-mark and good-will, including the plaintiff’s right to enjoy in 
full the protection afforded to the plaintiff and its dealers by the Fair 
Trade Acts of all States ... ., and that the plaintiff's trade-name, trade- 
mark and good-will are everywhere being jeopardized by the defendant's 
activities. 

The plaintiff continues, and avers that its rights under the 
Minnesota’ Fair Trade Practice Act, which are being jeopardized, 
are in excess of $3,000. 

Mr. Wooster, vice-president of plaintiff, in an affidavit attached 
to the amended complaint, avers, among other things, that during 
the year 1938 its business in certain commodities in the States of 
Minnesota was in excess of $20,000, and that its business in said 


State during the year 1939 will approximate the same figure. He 


further states that it has come to his attention that in times past 


various cut rate sporting goods houses and other retail establish- 
ments have sold its commodities at prices less than those set out in 
its Fair Trade contracts, and characterizes such lower prices as 
“cut-rate competition.” He states that if that is to continue, it will 
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debase the value of plaintiff's trade-name and trade-mark in excess 
of $3,000. 

The foregoing constitute the pertinent allegations and affidavit 
upon which the plaintiff relies and asks this court to accept juris- 
diction. 


Fair Trade contracts are declared unobjectionable in the State 
of Minnesota. See Minnesota Session Laws, 1937, Chapter 117, 
Section 2. Section 6 of that act makes any person, whether he be a 
party to the contract or not, who wilfully and knowingly advertises, 
offers for sale, or sells at less than the stipulated prices in a Fair 
Trade contract, amenable to suit by any person damaged thereby. 


The defendant in this case had notice and knowledge prior to 
the commencement of this action of the Fair Trade contracts and the 
retail prices therein stipulated, which the plaintiff had entered into 
in this State. 

The Supreme Court, in sustaining the Fair Trade Act of Illinois, 
which, if not identical with, is very similar to that of the State of 
Minnesota, stated, in Old Dearborn Distributing Company v. Sea- 
gram-Distillers Corporation, 299 U. S. 183, on page 193, 57 S. Ct. 
139, on page 144, 81 L. Ed. 109, 106 A. L. R. 1476 [27 T.-M. 
Rep. 3]: “.... does not deal with the restriction upon the sale of 
the commodity qua commodity, but with that restriction because the 
commodity is identified by the trade-mark, brand, or name of the 
producer or owner.... The primary aim of the law is to protect 
the property—namely, the good-will—of the producer, which he 
still owns. .. .”” The good-will, trade-name and trade-mark of the 
plaintiff are property rights, and it has a right to possess, use and 
enjoy the same, free from any unlawful interference therewith by 
the defendant. 

In Board of Trade of City of Chicago v. Cella Commission Com- 
pany et al., 8 Cir., 145 Fed. 28, on page 29, it is stated: 


In a suit to enjoin a threatened or continued commission of certain acts 
the amount or value involved is the value of the right which the complainant 
seeks to protect from invasion. . . . It is not the sum he might recover in 
an action at law for the damage already sustained, nor is he required to 
wait until it reaches the jurisdictional amount. 
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See also Hunt v. New York Cotton Exchange, 205 C. S. 32: 
S. Ct. 529, 51 L. Ed. 821. 

The questions which arise on the motion to dismiss are: What is 
the value of the right of the plaintiff to the benefits which it may 
hope to receive under the Fair Trade contracts entered into in the 
State of Minnesota? What damages may be expected to accrue to 
the trade-name and trade brands of the plaintiff? In an inquiry 
relating to the jurisdiction of the court, the burden of proof is upon 
the complainant. KVOS, Inc. v. Associated Press, supra. No oral 
evidence was offered or received at the hearing. The defendant, 
in support of his motion, presented affidavits showing violations by 
at least five other retailers of the price schedule in the Fair Trade 
contracts of the plaintiff in this State. The affidavits produced by 
the defendant did not go into the value of the right of the plaintiff 
to do business in the State under its Fair Trade practices contract 
without interference on the part of retailers. The scope of such 
affidavits was to show that other persons than this defendant had 
violated said price schedules. The affidavit of the vice-president 
of the plaintiff company shows that to date the plaintiff has sus- 
tained no actual damage in respect to its sales in the State of Min- 
nesota. However, it is not a question as to whether the plaintiff 
might recover in an action at law for damages. The value of the 
amount in controversy is to be measured by the loss, if any, occa- 
sioned the plaintiff's right to do business under its contract in this 
State, and the value of its trade-name and mark which might be 
affected by the “cut-rate” practices alleged to have been carried on 
by the defendant. See McNutt et al. v. General Motors Acceptance 
Corp., 298 U. S. 178, page 181, 56 S. Ct. 780, 80 L. Ed. 1135. 

Here we have a controversy between parties of diverse citizen- 
ship. The purpose of the suit is to enjoin the defendant from 
violating the stipulated retail prices in said Fair Trade contracts. 
The allegations of the complaint and affidavit of Mr. Wooster sus- 


tain the contentions of the plaintiff that this court has jurisdiction. 


The motion to dismiss has challenged that jurisdiction, but no proof 
of want of jurisdiction has been offered by the defendant. The 
court has no alternative but to accept the contentions of the plaintiff 
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as to jurisdiction, and must necessarily rely upon the allegations of 
the complaint and the supporting affidavit of the plaintiff as basis 
for jurisdiction herein. ‘The allegations of the complaint show the 
requisite amount involved in this controversy. The plaintiff in its 
complaint alleges that its rights under the Minnesota Fair Trade 
practice contract, and its property rights in its trade-name and 
trade-mark have been violated, and that the same in Minnesota will 
be debased and depreciated to an amount in excess of $3,000.00, 
exclusive of interest and costs. It was said in Zicos v. Dickmann, 
et al., 8 Cir., 98 F. (2d) 347, at page 349: “It is the value of the 
right which the petitioner seeks to protect against interference which 
measures the amount in controversy. ...” Plaintiff has alleged that 
the value of its rights is in an amount in excess of $3,000.00, exclu- 
sive of interest and costs, and on the record as it stands this court 
must entertain jurisdiction of this suit. 

The motion to dismiss will be denied. 

The motion for a preliminary injunction will be granted. A 
form of order on the latter may be presented to the court upon two 
days’ notice. 





Krart-PHenix Cueese Corporation v. Levin, doing business as 


GoLpEN Branp Foop Propucts Company 


United States District Court, Eastern District of Pennsylvania 


September 6, 1939 


Trape-Mark INFrrRinceMENT—Svuits—Pretiminary INJUNCTION—WHEN 
GRANTED. 

A preliminary injunction to restrain the use of a trade-mark will not 
be granted unless the plaintiff's rights to its exclusive use are clearly 
established. The fact that similar marks are used by numerous others 
indicates that the court should not determine the question primarily 
where there is any doubt as to the exclusiveness of the rights of any of 
the claimants. 

Trape-Mark INFRINGEMENT—“Krarr KircHen Fresn” ann “KitrcHEeN 
Crarr’—Non-ConFiictinec Marks. 

A trade-mark consisting of the words “Kitchen Craft” held not to be 
sufficiently similar to the words “Kraft Kitchen Fresh,’ both marks 
being applied to food dressings and spreads, as to warrant issuing a 
preliminary injunction. 
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Unrarrk ComMPETITION—SIMILARITIES AND DIFFERENCES IN LABELS AND 
PACKAGES, 

The existence of a general resemblance between trade-marks and 
labels is not always sufficient to show unfair competition and infringe- 
ment. Plaintiffs rectangular label, therefore, featuring the words 
“Miracle Whip,” and bearing a combination of red and two shades of 
blue on a white field and used upon salad dressing, held not to suf- 
ficiently resemble defendant’s label, featuring the trade-mark “Cream 
Wipt,” and containing a combination of the same colors, as to warrant 
issuing a preliminary injunction, inasmuch as the said labels showed 
such differences as to eliminate any possibility of confusion of the 
products. 


In equity. On motion for preliminary injunction in an action 
for alleged trade-mark infringement and unfair competition. Motion 


denied. 


John T. Chadwell and Cyril T. Soans, both of Chicago, IIl., and 
Joseph Gilfillan, of Philadelphia, Pa., for plaintiff. 

Joseph G. Denny and Jacob Stern, both of Philadelphia, Pa., for 
defendant. 


Wetsu, D. J.: The plaintiff, Kraft-Phenix Cheese Corporation, 
has moved for a preliminary injunction to restrain the defendant, 


Harry M. Levin (doing business as Golden Brand Food Products 
Co.) from continuing alleged infringements of the plaintiff’s labels 
and registered trade-mark. The facts and circumstances before us 
for present purposes are those averred in the bill and answer, the 
plaintiff’s affidavits in support of the motion, and the opposing 
affidavits of the defendant. 

For the past eight years the plaintiff has manufactured and sold 
a salad dressing known as “Miracle Whip” to which it applied a 
distinctive rectangular label bearing the name and a combination of 
red and two shades of blue on a white field. The product has been 
extensively advertised by various means, including the radio broad- 
casting, and enjoys a large sale throughout the country. In 1934 
the defendant began the manufacture and distribution of a like 
product in similar packages which has since been sold under the 
registered trade-name “Cream Wipt,” and upon which the defendant 
has applied for the past year, a rectangular label containing a com- 
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bination of the same colors. Defendant has also adopted a similar 
type and method of general advertising, exclusive of radio. 

The plaintiff alleges that the defendant’s label is an unfair 
simulation of the plaintiff’s design, which tends to confuse the prod- 
ucts of the respective parties, and that the defendant’s actions con- 
stitute unfair competition and an infringement of its trade-mark 
rights. It is contended that the similarity is so obvious per se as to 
establish an actual infringement without any necessity for further 
proof of actual or probable confusion or of the existence of other un- 
fairness on the part of the defendant. The defendant’s affidavits 
are to the effect that his labels and advertising are so distinctly dif- 
ferent from those of the plaintiff that no confusion does exist, or 
could reasonably be expected to exist, in the mind of even a careless 
purchaser, that the defendant’s adoption and use of his label was in 
entire good faith, and that there is in fact no unfairness of com- 
petition or infringement of trade-marks. Defendant aiso avers that 
the plaintiff’s advertising is unfair and misleading in several par- 
ticulars and it is, therefore, precluded from obtaining the redress 
sought. 

An examination of the respective labels and packages discloses 
several points of general similarity, especially in the color combina- 
tion, shape, and the type of lettering adopted. On the other hand, 
it also shows definite distinctions and differences which, if noticed 
by a purchaser, would eliminate any possibility of confusion of the 
products. From our inspection of the labels and advertising 
exhibits, and after full consideration of the arguments of both sides, 


we are not convinced that either contention is so clearly sustained 


by the facts and the law as to warrant us in making a summary dis- 


position of so important an issue. The existence of a general resem- 
blance between trade-marks is not always sufficient to show unfair 
competition and infringement (Premier Malt Products Co. v. Kasser, 
23 F. (2d) 98 [18 T.-M. Rep. 825]. Elizabeth Arden v. Frances 
Denney, Inc., 99 F. (2d) 278 [27 T.-M. Rep. 554]. Nor do we 
believe that the defendant’s label and advertising adopts such a col- 
location of the various features of the plaintiff's marks as to con- 
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stitute a clear case of unfair competition and infringement such as 
would require the granting of a preliminary injunction. 

The second part of the bill alleges the infringement of the 
plaintiff's registered trade-mark “Kraft Kitchen Fresh” as applied 
to various dressings and spreads, by the defendant’s use of his reg- 
istered mark “Kitchen Craft” on similar products. The labels on 


which these terms are used are distinctly different, and the only 


question presented is whether the terms themselves are so decep- 
tively similar as to warrant us in summarily determining that there 
is in fact an interference of the plaintiff’s prior rights. Our exam- 
ination of the facts and the law fails to convince us that the conflict 
is so clear or that the rights of the plaintiff are so conclusively estab- 
lished as to require the entry of an injunction at this point. 

The power of granting a preliminary injunction rests in the 
sound discretion of the court (Iice and Adams Corporation v. 
Lathorp, 278 U.S. 509). It is necessarily drastic in its nature and 
should be exercised with great care and caution and only in clear 
cases. (New York Asbestos Manufacturing Company v. Ambler 
Asbestos Air Sell Covering Company, 102 Fed. 890, Gasaway v. 
Borderland Coal Corporation, 278 Fed. 56). The rule that a 
preliminary injunction should not be awarded on ew parte affidavits 
is subject to few exceptions (Lare v. Harper and Brothers, 86 Fed. 
481), and only in such cases as would show the probability of ir- 
reparable injury during the pendency of the action if such injunc- 
tion were not granted. (American Mercury v. Kiely, 19 F. |2d| 
295). A preliminary injunction to restrain the use of a trade-mark 
will not be granted unless the plaintiff's rights to its exclusive use 
are clearly established. The fact that similar marks are used by 
numerous others indicates that the court should not determine the 
question primarily where there is any doubt as to the exclusiveness 
of the rights of any of the claimants. (Diamond Match Company 
v. Safe Harbor Match Company, 109 Fed. 154). In considering 
such questions the court must also determine the relative rights of 
the hardships upon the respective parties in determining whether to 
grant or withhold an injunction. (Delbeck and Cie v. Monica, 10 


F. Sup. 1013 [25 T.-M. Rep. 449}. 
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It therefore seems advisable in the present circumstances to have 


all of the facts and circumstances as to the use of the respective 


marks, the purposes and intents of the parties, the possibilities of 
confusion, and the probable effect of continued use of the trade- 
marks presented to the court before it would be justified in determin- 
ing the respective and comparative equities of the parties. Our 
conclusion is that the present matters may not properly be disposed 
of on the present motion. There is no definite proof of probable 
irreparable damage resulting from the refusal of the motion. A 
proper consideration of the rights of the respective parties can best 
be given after further proof and final hearing. Should the respective 
litigants feel that irreparable injury might be suffered prior to the 
time when this case would ordinarily be reached for trial, it would 
seem proper for us, upon application, to later consider the necessity 
or advisability of an earlier listing of the case for trial. 


The motion for preliminary injunction is denied. 


Joun F. Jetke Company vy. Tue Eastern Bakina Company 
United States District Court, District of Massachusetts 
September 19, 1939 
TrapE-Mark INFRINGEMENT—“Goop Luck” on Datry Propucrs—User on 


Revatep Goons. 

Where plaintiff had, since the year 1890, used the words “Good 
Luck” as a trade-mark for butterine, evaporated milk, mayonnaise, 
salad dressing, peanut butter and other food products, defendant’s 
motion to dismiss on the ground that its use of same words on ice 
cream cones was permissible as being on unrelated goods, denied pending 
hearing. 

Trape-Marks—Score or Prorecrion. 

The protection of a trade-mark extends to all goods of the same 
class, even though the alleged infringement is not upon the same species. 
In equity. Action for alleged trade-mark infringement. Motion 

to dismiss. Denied. 


Frederick A. Tennant and Nathan Heard, both of Boston, Mass., 
and Wallace R. Lane, George Mankle and Parkinson & Lane, 
all of Chicago, IIl., for plaintiff. 

George M. Yaghjian, of Boston, Mass., for defendant. 
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McLe ian, D. J.: This is an action for alleged trade-mark in- 
fringement. The case was heard on the defendant’s motion to’dis- 
miss. 

The plaintiff has filed a bill of particulars which becomes a part 
of the pleading which it supplements. Rules of Civil Procedure, 
Rule 12 (e). The parties agreed orally in open court that the mo- 
tion to dismiss may be considered as addressed to the original com- 
plaint and the bill of particulars. 

The following is alleged: The plaintiff is an Illinois corporation 
with its principal place of business in Chicago, I1l., and the defendant 
is a Maryland corporation having its principal place of business in 
Chelsea, Mass. The amount in controversy exceeds three thousand 
dollars exclusive of interest and costs. On or about November, 
1890, the plaintiff being then in the business of making and selling 
food products, adopted and used in interstate commerce as its trade- 
mark on such products the words “Good Luck.” The plaintiff has 
registered its trade-mark “Good Luck,” both the words by them- 
selves and in connection with other designs. Its trade-mark “Good 
Luck” has been used by the plaintiff on the following food products: 
butterin, oleomargarine, evaporated milk, mayonnaise, salad dress- 
ing, French dressing, thousand island dressing, sandwich spread, 
cheese spread, peanut butter, chocolate flavored evaporated milk, 
and shortenings of various kinds. It has sold these goods, with its 
trade-mark “Good Luck” attached, all over the country, except on 
the Pacific coast, and has advertised its products nationally. 

The infringement charged is that the defendant has used the 
words “Good Luck” in connection with its manufacture, sale and 
use throughout New England of ice cream cones. The alleged in- 
fringement, according to the plaintiff's bill of particulars, first came 
to the plaintiff's attention early in 1938, and the plaintiff is credibly 
informed that such use began about one year prior to the filing of 
this complaint. 

At the hearing, the defendant’s principal contention was that 
since it appears that the plaintiff has nevef sold ice cream cones under 
its trade-mark, and since it is not alleged that the defendant used the 
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mark other than on such cones, there can be no infringement as a 
matter of law. 

The defendant’s position is untenable. It is now settled that the 
protection afforded the owner of a trade-mark is not confined strictly 
to the exact goods on which it is used, but may extend to related 
goods. In L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 [24 T.-M. 
Rep. 243], where the court protected the use of a trade-mark used 
on pens against use on razor blades, Judge Learned Hand said: 


It is now well settled in this country that a trade-mark protects the 
owner against not only its use upon the articles to which he has applied it, 
but upon such other goods as might naturally be supposed to come from 
him. 


In Plough, Inc. v. Intercity Oil Co., 26 F. Supp. 978 (D. C., 
E. D. Pa., 1989) [29 T.-M. Rep. 200] it is said: 

The earlier tendency was to confine the protection of a trade-mark to 
the particular product and in the territory in which it was used, and it has 
been held that a trade-mark user must be content with that special field in 
which he uses his mark. ... But the general rule now seems to extend the 
protection of the Act to all goods of the same class, even though the alleged 
infringement is not upon the same species of articles. This rule is estab- 
lished by cases holding that a trade-mark protects the owner not only on an 
article to which he has applied it but also upon other goods such as might 
naturally be supposed to come from him... 

To the same effect see Yale Electric Corporation v. Robertson, 
26 F. (2d) 972; Rosenberg Bros. §& Co. v. Elliott, 7 F. (2d) 962. 

In the light of these cases, it cannot be ruled as a matter of law 
and without hearing proof that on the complaint and bill of par- 
ticulars the plaintiff is not entitled to the relief which it seeks. 

The motion to dismiss is denied. 


GENERAL SHOE CorporaTION Vv. Rosen trading as THe FrienpDLYy 
MeEn’s SHop 


United States District Court, Southern District of West Virginia 


August 26, 1939 


Trape-Marks—“FRIENDLY” ON SHoES—DeEscriptive TERM. 


The word “Friendly” held to be generic and descriptive and not 
capable of being exclusively appropriated as a trade-mark. 
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Unrair CompPetitioN—Svuirs—J URISDICTION. 

If there is no diversity of citizenship, a federal court has no jurisdic- 
tion in an action for unfair competition, regardless of the amount in- 
volved. Where, however, there is infringement of a registered trade- 
mark federal courts have jurisdiction regardless of diversity of citizen- 
ship. 

Unrair ComPetit1ion—Svuitrs—J URISDICTION. 

Where there is diversity of citizenship, but the trade-mark is invalid 
or there has been no infringement, the jurisdictional amount in con- 
troversy must be satisfied to give a federal court jurisdiction of a case 
wherein plaintiff's right to injunctive relief depends wholly on unfair 
competition. 

Trape-Mark INFRINGEMENT—UseE oF ‘TrapE-Mark 1N Non-ComPetine 
BustnEss. * 

Plaintiff, a manufacturer of shoes, which since 1933 had used the 
word “Friendly” and, since 1936, in connection with the word “Jarman,” 
could not, on the ground of such use, restrain defendant from using the 
word “Friendly” in the name “The Friendly Men’s shop” in advertising 
his stores, inasmuch as the word “friendly” is descriptive and no proof 
of secondary meaning was adduced. 

Unrair Competition—“FRrreENDLY’—UseE or TrapE-Mark as Store NAME. 

The use by defendant, proprietor of three furnishing stores located 
in Charleston, West Virginia, of the name “The Friendly Men’s Shop” 
held not to constitute unfair competition with plaintiff, which put out 
shoes under the trade-mark “Friendly,” inasmuch as it was impossible 
for defendant’s customers to associate defendant’s trade-name with 
plaintiff's trade-mark. 


In equity. Action for alleged trade-mark infringement and un- 
fair competition. Bill dismissed. 


Hirschland Smith and Ernest L. Rogers, all of Atlanta, Ga., and 
Brown Jackson and Knight, and Hermann Bennett, all of 
Charleston, W. Va., for plaintiff. 

B. J. Pettigrew, Sam Silverstein, Steele Trotter and R. K. Tal- 
bott, all of Charleston, W. Va., for defendant. 


McCurntic, D. J.: The plaintiff, General Shoe Corporation, 
brought this suit in equity to enjoin the defendant, Isadore Rosen, 
trading as The Friendly Men’s Shop, from infringing its trade- 
marks “Friendly” and “The Friendly Five” and to enjoin defendant 


from further commission of certain alleged acts of unfair competi 


tion. Plaintiff merely seeks injunctive relief and is not asking for 


damages. 
Plaintiff is a Tennessee corporation doing business under thi 
name Jarman Shoe Company, and is engaged in the manufacture and 
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sale of shoes. It came into existence in 1925, at which time it suc- 
ceeded to the good-will, business and trade-marks of the Jarman 
Shoe Company, a co-partnership, which business plaintiff has carried 
on continuously since that date. Plaintiff's predecessor, the co- 


partnership, in 1924 adopted and began to use as trade-marks for 


shoes of its manufacture the terms, “The Friendly Five” and 
“Friendly” and secured the registrations thereof in the United 
States Patent Office, effective December 12, 1925, to which trade- 
marks and registrations plaintiff duly succeeded, such successor- 
ship being properly recorded in the United States Patent Office. 

From 1925 until about 1933, plaintiff used the trade-mark “The 
Friendly Five’’ upon its shoes and in the advertisement, promotion 
and sale thereof. Since 1933 the plaintiff has used the trade-mark 
“Friendly” upon its shoes, and the evidence indicates that plaintiff 
has made shoes with the trade-mark “The Friendly Five” on them 
only to a very limited extent since that time. Since 1936 the term 
“Friendly” has appeared on plaintiff’s shoes almost exclusively in 
conjunction with the word “Jarman,” another of its trade-marks, 
and very seldom or never appears alone. The evidence indicates 
that plaintiff has spent over a million dollars in advertising and 
promoting the sales of its shoes with these trade-marks on them, and 
that its shoes are sold in every state in the United States. 

Defendant is a resident of the City of Charleston, W. Va., and 
since 1929 has operated retail men’s furnishing stores in that city, 
first under the name “The Men’s Shop,” until the name was changed 
in 1935 to “The Friendly Men’s Shop,” which latter name was regis- 
tered with the Secretary of State of West Virginia. A relatively 
small percentage of defendant’s gross sales consists of sales of 
shoes, with its registered trade-name stamped thereon, until in the 
year 1936, after a protest by plaintiff, defendant stopped stamping 
this trade-mark upon his shoes. In advertising his business, de- 
fendant has used displays, signs and newspaper spreads, wherein 
the word “Friendly” was more prominently used than the words 
‘“Men’s Shop” in conjunction with which it was used. Plaintiff con- 
tends that this is an infringement of its trade-marks and constitutes 
unfair competition. 
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Before passing to the merits of the case, it is first necessary to 
dispose of defendant’s contention that this court has no jurisdiction 
of the matter. Defendant strongly urges that, in the absence of 
proof of infringement, there must not only be proof of diversity of 
citizenship, but also proof of the prerequisite jurisdictional amount 
of three thousand dollars, exclusive of interest and costs, in con- 


troversy to give this court jurisdiction upon the unfair competition 
count alone. He cites cases and text book authorities to the effect 
that the jurisdiction of a federal court depends solely on whether 
plaintiff’s registered trade-mark is valid, and that if not, jurisdiction 
of the case, as one of unfair competition, cannot be assumed. It is 
sufficient to point out that the authorities relied upon state, and the 
cases cited involve, instances wherein there was no diversity of citi- 
zenship between the plaintiff and defendant. Such is not the case 
at bar. Plaintiff is a Tennessee corporation and defendant is a 
resident of West Virginia. If there be no diversity of citizenship 
a federal court would have no jurisdiction, regardless of the amount 
in controversy, on a charge of unfair competition alone. Bernstein v. 
Danwitz, 190 Fed. 604. But where there is an infringement of a 
registered trade-mark and a violation of the federal trade-mark 
statutes, federal courts have jurisdiction regardless of diversity of 
citizenship. 15 U.S. C. A. 97. 

However, where there is a diversity of citizenship, but the trade- 
mark is invalid or there has been no infringement, the jurisdictional 
amount in controversy must be satisfied to give a federal court juris- 
diction of a case wherein plaintiff's right to injunctive relief is de- 
pendent solely upon unfair competition. Coca-Cola v. Old Dominion 
Beverage Corp., 271 Fed. 600 [11 T.-M. Rep. 128], certiorari 
denied, 256 U. S. 708. As heretofore noted, the diversity of citizen- 
ship is present in this case and objection is made only to the absence 
of the requisite amount in controversy. 

The amount in controversy is dependent, not upon the amount 
of damages asked or the recovery of profits sought, but upon the 
value of the right which the plaintiff seeks to protect, and in this 
case it is the value of the good-will and business which plaintiff 
alleges the defendant has borrowed and is using for the promotion 
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of sales of goods of his own make. The plaintiff alleges that the 
value of the good-will involved is in excess of ten million dollars, and 
the more than one million dollars has been spent in advertising. 
Under these circumstances, there is no question but that the values 
litigated exceed the jurisdictional amount. Del Monte Special Food 
Co. v. California Packing Corp., 34 F. (2d) 774 [19 T.-M. Rep. 
148]. 

Coming now to the merits of the case, we find two questions that 
must be dealt with. First, is the word “Friendly’’ such a word as 
will be protected from infringement, either as a registered trade- 
mark or as a common-law trade-mark, and, if so, has there been any 
infringement by the defendant? (The trade-mark “The Friendly 
Five” will not be discussed because we do not believe sufficient 
evidence has been introduced to show either use of it by defendant 
or use of it to any appreciable extent by plaintiff since defendant 
acquired the name “Friendly Men’s Shop.”) Second, is defendant 
guilty of unfair competition? 

The word “Friendly” is one of generic and descriptive nature, 
commonly and frequently used by all types of business in advertis- 
ing. There are friendly banks, friendly restaurants, friendly 
theatres, friendly glasses and many other instances where the word 
“friendly” is used, not as a trade-mark, but as descriptive of either 
the treatment received in a place of business or the adaptability of 
a product being sold to the needs and comfort of the prospective 
customer. The court is of the opinion that such a word is not capable 
of being exclusively appropriated as a trade-mark, regardless of 
whether it has been registered in the United States Patent Office. 
In Shumaker on T'rrade-Marks, Vol. 1, Section 6, the author says: 
“No one has a right to appropriate a sign or symbol which from the 
nature of the fact it was used to signify, others may employ with 
equal truth and therefore have an equal right to employ for the same 
purpose.” And in Section 57, the same author says: “Where the dis- 
tinctive and dominating feature of a mark is a descriptive word the 
mark is not registrable,” citing E. McElhenny’s Sons v. B. F. 
Trappy § Sons, 278 Fed. 582 [12 T.-M. Rep. 20]; Sazlehner v. 
Eisner & Mendelson Co., 179 U. S. 19; Corbin v. Gould, 188 U. S. 
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308, and other cases; nor can such word or combination of words be 
exclusively appropriated where they relate to the quality, style, 
character, grade or grades of goods. Warner & Co. v. Lilly & Co., 
265 U.S. 526 [14 T.-M. Rep. 247]; Columbia Mill Corp. v. Alcorn, 
150 U.S. 460; Brown Chemical Corp. v. Myers, 113 U.S. 540. 
Notwithstanding the fact, however, that a word such as the one 
here involved may not be initially appropriated exclusively as a valid 


trade-mark, it may, nevertheless, acquire a secondary meaning or 


significance in association with plaintiff's product which would en- 
title it to protection. The burden of proving such must rest upon the 
plaintiff, however. Hiram Walker §& Sons v. Penn-Maryland Corp., 
79 F. (2d) 836; Kellogg Toasted Corn Flake Co. v. Quaker Oats 
Co., 235 Fed. 657 [6 T.-M. Rep. 537]. The court does not believe 
that plaintiff has made such a showing and in view of the fact that, 
as heretofore mentioned, the word “friendly” is so commonly used 
in advertising, that it is a word of a generic and descriptive nature, 
and that plaintiff has changed its trade-markings so often in the past 
ten or twelve years, we cannot see our way clear to find that plain- 
tiff’s use of the word “‘friendly”’ is entitled to protection. 

This makes unnecessary an answer to the second part of the first 
question, z.e., whether there has been an infringement. But in pass- 
ing, let us say that, had we found that plaintiff was entitled to pro- 
tection in the use of the word “friendly,” we are still unable to dis- 
cover wherein the defendant has infringed that right. Defendant 
operates three men’s furnishing stores, all of which are in Charles- 
ton, W. Va., and on the same street. His trade-name is “The 
Friendly Men’s Shop.” The evidence in the case indicates that 
only a small percentage of his sales are shoes. He sells trousers, 
shirts and other articles of men’s clothing in greater quantities than 
he sells shoes. For a short while he did stamp his trade-name upon 
the shoes he sold, but the uncontradicted testimony is that he no 
longer does even that. We are unable to see how the use of the 
term “friendly” in defendant’s trade-name and in advertising his 
stores by the use of that trade-name could, in any manner, cause the 
public to be confused into believing that defendant was handling 
plaintiff's merchandise. It is undoubtedly law that the protection 
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surrounding a trade-mark extends only so far as is necessary to 
prevent one from selling his goods as and for the goods of another 
and thus protect the owner of the trade-mark. Prestonettes v. Coty, 
264 U. S. 359 [18 T.-M. Rep. 1385]; United Drug v. Theodore 
Rectanus Co., 248 U.S. 90 [9 T.-M. Rep. 1]; A. Bourjois & Co. v. 
Katzel, 260 U. S. 689. 

“It is presumed that purchasers will act with ordinary care to 
see that they get what they want. The test is whether the similarity 
of trade-marks would mislead the ordinary observer.’ Ward Baking 
Co. v. Potter-Wrightington, 298 Fed. 398 [14 T.-M. Rep. 253}. 

Plaintiff has not met this test. Even if its trade-mark is a valid 
one, plaintiff would not be entitled to the protection sought in this 
proceeding because there has been no infringement. 

So unless the charge of unfair competition is substantiated, we 
must deny plaintiff the relief sought. 

Defendant’s chief customers are people who cannot afford to buy 
expensive clothes. They are people who live in Charleston and the 
vicinity of Charleston, a great part of them being farmers. If any 
of them have ever heard or seen an advertisement of plaintiff's shoes, 
they probably would have paid very little attention thereto. On the 
other hand, defendant has advertised his stores in local newspapers 
and over the local radio station, with the intention of reaching only 
those people living within twenty or thirty miles of his places of 
business. Every time a farmer living near Charleston goes into 
town he is apt to see defendant’s stores. He sees them as a place 
where he can buy almost any article of clothing at a price which he 
can afford and without having to go into a different store for each 
article he desires to purchase. When he sees defendant’s advertise- 
ment bearing the name ““The Friendly Men’s Shop” he does not 
associate it with shoes but with a complete furnishing store. If he 
happens to buy a pair of shoes, along with other articles of clothing, 
in defendant’s store, even if they are stamped with defendant's trade- 
name, he would have no idea whatsoever that he was buying plain- 
tiff’s product. If he noticed that the word “friendly”’ was prominent 
in the name he would think that it was so used prominently in de- 


fendant’s trade-name because of its descriptive nature, that the shoe 
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was friendly to his feet or friendly to his pocketbook. Surely the 
conveyance of such thoughts to the minds of the type of people who 
would ever notice, with more than passing interest, defendant’s 
trade-name, cannot conceivably constitute unfair competition to 
plaintiff, which sells shoes only and on a nation-wide scale. The 
evidence clearly indicates, and it is easily understood, that the people 
of Charleston and vicinity are much more cognizant of and familiar 
with the defendant’s trade-name than with plaintiff's trade-mark, 
and would never be misled or confused into believing that defendant 
was selling plaintiff’s products. 

The court cannot find that the facts of defendant, complained of 
by plaintiff, were calculated to, or have or will operate to confuse, 
mislead or deceive the public by the appropriation of the good-will 
and business represented by plaintiff’s trade-marks. “The true test 
of unfair competition is whether the acts of defendant are such as are 
calculated to deceive the ordinary buyer making his purchases under 
the ordinary conditions which prevail in the particular trade to which 
the controversy relates.” 63 C. J. 399, Section 104. To constitute 
unfair competition, the acts of defendant must be such as will prob- 
ably deceive the public with whom he deals. In the case at bar there 
is no probability of such confusion or deception because of de- 
fendant’s use of the word “friendly” in his trade-name among the 
people who are apt to purchase the goods he sells. The mere possi- 
bility that a chance purchaser might be deceived is not enough. 
Hence plaintiff's charge of unfair competition cannot be upheld. 

The court being of the opinion that the word “friendly” is not 
such a word as could be exclusively appropriated as a valid trade- 
mark in connection with shoes, that, if the contrary were admitted, 
there has been no proof of infringement thereon by defendant, and 
that no unfair competition has been shown to exist, the injunctive 
relief sought by plaintiff is denied. 
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Tue Brunswick-BaLKE-CoLLENDER CoMPANY Vv. NATIONAL BIL- 
LIARD SupPLY COMPANY 


United States District Court, Northern District of Illinois 
June 28, 1939 


Trape-Marxs—P.uvratity or Marxs—Ricurt to Use. 
A person may properly and legally apply more than one trade-mark 
to a given commodity. 
Trape-Marxks—“Pin Lire” ror Lacquers anp Lacquer THINNERS—NON- 
Descriptive TERM. 
The words “Pin Life,” used as a trade-mark for lacquers and lacquer 
thinners, held non-descriptive and valid. 
Trape-Marxs—“Kinc” ror BowiLinc Prns—Non-Descriptrive Term. 
The name “King,” used as a trade-mark for bowling pins, held non- 
descriptive. 
Trape-Marks—INFRINGEMENT—“Maprprte Kine” ano “KinG’—ConFLictTineG 
Marks. 
The name “Maple King,” held to infringe the word “King,” both being 
use as trade-marks for bowling pins. 
Trapve-Marks—“Nv-Lire” ann “Pix Lire”—Non-Conriicrinc Marks. 
The word “Nu-Life” held not to infringe the words “Pin Life,” both 
marks being used on lacquers and lacquer thinners. 
Trape-Marks anp Unrair Competition—Cotor—Crown-LikE Rep Banp 
AND Wipe Rep Banp—Conriictine Marks. 
A trade-mark consisting of a crown-like red band about the neck of 
a bowling pin held infringed by a wide red band similarly placed, not- 
withstanding that the use of a narrow red band on bowling pins was 
common. 


In equity. Action for patent infringement and trade-mark in- 


fringement. Patent declared invalid, and decree for plaintiff as to 
trade-mark infringement. 


Harry W. Lindsey, Jr. and Raymond E. Fidler, both of Chicago, 
Ill., for plaintiff. 
Casper W. Ooms, of Chicago, Ill., for defendant. 


Barnes, D. J. (Orally): In this case there is one matter that has 
given me little difficulty. All of the other matters have given me 
some considerable difficulty. The one matter which has given me 


little difficulty is the alleged infringement of the Kennedy patent, 
No. 1,690,539." 


1The portion of the opinion relating to patent infringement is here 
omitted.—Ep. 
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I will address myself to the question of the alleged infringement 
of plaintiff's trade-mark “King” as applied to bowling pins. I 
think the word “King” was adopted and used by the plaintiff as a 
trade-mark on bowling pins prior to the time that the defendants 
operated and used the words “Maple King” on their bowling pins. 

If I remember rightly, the first shipment of bowling pins bearing 
the trade-mark “King” was made by the plaintiff about the first day 
of May, 1936, when one set or a relatively small number of pins 
was shipped down from some place in Michigan to its Chicago offices. 
There is evidence to the effect that shortly thereafter pins bearing 
that trade-mark were shipped by the plaintiff to various of its 
branches in different parts of the United States, and I think that in 
that same month there was a sale of one pin in New York to the wit- 
ness Kurkjian. I thought that sale was very fully, very carefully 
and very satisfactorily proven. I have no reason to doubt that that 
sale took place as the plaintiff claims. I think it did take place. 

There were two other early sales, one being to the Knights of 
Columbus down in Springfield, Ill., before the defendants applied 
the words “Tempered Maple’ to their pin, even on the cartons. 
The time of the use, or the beginning of the use of those words on 
the cartons is not very clearly established. In that connection, there 


was a transaction with one Levy, who was not a satisfactory witness. 
He did not make a good impression on the court in regard to veracity. 

I think it is clear that the defendants heard of the contemplated 
use of the words “King,” “Queen” and “Duke” by the plaintiff at 
the time of that conversation in the East and that they immediately 
took steps to anticipate the use of the word “King.” I believe that 
letter which is in evidence clearly shows that. 


I have gotten the impression from this whole case that the de- 
fendants desire to appropriate as much of the good-will of the plain- 
tiff as they can. That use of the words “Nu-Life” for the lacquer 
I do not think was with the purest of motives. 

Is this word “King” a word which may properly be adopted and 
used as a trade-mark? Is it descriptive? I do not think it is 
descriptive. The word “King” may have been used on occasions 
by some relatively few bowlers to indicate the pin which is other- 





BRUNSWICK-BALKE-COLLENDER CO. V. NAT. BILLIARD 603 


wise and perhaps more properly referred to as the number one pin. 
There may have been a time long ago when there was a game known 
as King Pins, but the evidence shows that that has not been applied 
to the game of bowling for a long time. I do not think the word 
“King” is descriptive as it has been used by the plaintiff. 

Are the words “King,” “Queen” and “Duke” grade marks? 
I do not think they are in the sense that it prohibits their use as 
trade-marks, and I think that a person may properly, legally apply 
more than one trade-mark to a given commodity. I think the trade- 
mark “King,” as applied to bowling pins by the plaintiff, is a valid 
trade-mark and it has been infringed by the defendants. 


This leaves for discussion the question of unfair trade, unfair 
competition and the question as to whether or not the defendants 
have been guilty of fraud in the dressing of their products. 


I thiink it is fair to conclude from the evidence that in times past 


painted bands have been put around the necks of bowling pins to 
indicate that they were being used in certain types of play. Plain- 
tiff did attempt to use and acquire the narrow red band around the 
neck of its,pins as its trade-mark. Maybe it had no right to do that. 
But thereafter it sought to acquire a distinctive marking in the 
crown-like band around the neck of its pins. That was distinctive 
and, so far as the evidence shows, nobody else had tried to do that 
before or had ever done it. 

If the defendants had a right to use the narrow red band, as it 
is claimed everybody else had a right to do, then I question the mo- 
tive with which they increased the width of that band after the 
plaintiff adopted the crown-like device around the neck of its pin. 

My eyes are reasonably good. I can see clearly what is on those 
pins and what is on these charts in front of me, without the use of 
spectacles; I can see clearly objects in the back of the room. Pins 
like these were taken to the back of the room, to a distance of about 
sixty-three feet from where I now sit. I think it is difficult at that 
distance to distinguish between the red crown on the plaintiff's pin 
and the wide red band on the defendants’ pin. I believe that is 
partly due to the scintillating character of the red band. There is 
no doubt the pins are brightly lighted as they sit in place on the 
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bowling alley ; but the red band scintillates and at a distance of sixty- 
three feet I think it would be difficult for me to tell whether the band 
around the neck was a crown or whether it was a wide plain band. 
I think the defendants knew that. 

If that were the only incident of its kind in this case I might 
hesitate to reach that conclusion, but it is not. The shield of plain- 
tiff’s Exhibit No. 17 and the shield on plaintiff's Exhibit No. 10-A 
would look very much alike at a short distance, and more alike at a 
longer distance. Each one has the crown at the top; each one has 
a body largely of red, with some light white color toward the top; 
each has the animals rampant on each side. They look very much 
alike. I think they were intended so to be. 

I think a person, firm or corporation that wanted to acquire a 
good-will on its own account and that did not want to trade on the 
good-will of someone else would not have adopted that “Royal” 
insignia after a competitor had adopted the insignia on plaintiff's 
Exhibit 17 and had adopted the words “King,” “Queen” and “Duke” 
as trade-marks for its commodities. 

I think the fact that the defendants do not put their name on 
their products is significant. I have reached the conviction that the 
defendants want to trade on the good-will of the plaintiff. 

There has been some argument about who the public is. Who 
are the purchasers of these bowling pins? It seems to be that the 
ultimate consumers are the bowlers. We human beings are more 
fussy about the toys with which we play than we are about the tools 
with which we work. Many of us are more fussy about the golf 
sticks with which we play once a week than we are about the chairs 
we sit on or the pencils or pens with which we write all the time. 
Bowlers, I take it from the evidence, are much the same. They are 
fussier about the pins at which they throw balls two or three times a 
week during the winter than they are about many other things. The 
proprietors of bowling alleys try to please them or deceive them. 
The defendants were offering opportunity to the bowling alley 
proprietors to deceive the ultimate consumers. 

I think the defendants were guilty of unfair competition in their 
use of the wide red band, in view of the prior use of the crown by 
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the plaintiff, and they were also guilty of unfair competition in the 
use of the shields on plaintiff's Exhibit 10-A and plaintiff's Exhibit 
Lt. 

Counsel may prepare within a short day and on notice present 
findings of fact and conclusions of law and a decree not inconsistent 
with what I have stated. 

Counsel may take and keep, subject to the order of the court, 
the exhibits of their respective clients. 

Is there anything I have not covered? 

Let the foregoing be filed of record. 


FRANKLIN Simon & Co., INc. v. BramMuey Buovsss, INc. 


New York Supreme Court, Special Term, New York County 


January 27, 1939 


Trape-Mark INFRINGEMENT AND Unrar CompetTiTion—“BraAMLEY” ON 
Ciorninc—Use or Trape-Marks 1n Corporate Name. 

The use by defendant in its corporate name of the word “Bramley,” 
continuously used by plaintiff since the year 1920 as a trade-mark for 
men’s, women’s and children’s clothing sold by it, held unfair competi- 
tion and was enjoined. 


Unrair Competirion—Svirs—DaMaceEs. 
Inasmuch as defendant used the word “Bramley” without intent to 
infringe or to engage in unfair competition, no money damages were 


awarded. 
In equity. Action to enjoin trade-mark infringement and un- 
fair competition. Injunction granted. 


Strauss, Reich §& Boyer (M. J. Spitzer, of counsel), all of New 
York City for plaintiff. 
Begun & Begun (I. Begun, of counsel), all of New York City, for 
defendant. 


CotitLo, J.: This is an action in equity for an injunction to 
enjoin and restrain infringement of a trade-mark and unfair com- 
petition and for an accounting of profits. 

Plaintiff owns and operates the internationally known retail 
store bearing the name of “Franklin Simon & Co.,” situated at No. 
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414 Fifth Avenue, New York City, and also a suburban branch at 
Greenwich, Conn., at both of which stores plaintiff engages in the 
business of selling at retail women’s, men’s and children’s clothing 
and accessories, including ladies’ and girls’ blouses, dresses and 
similar articles of ready-to-wear apparel. 

The business of Franklin Simon & Co. was started in 1902 and 
has been continuously carried on since that time, originally as a 


copartnership and subsequently and at present as a corporate enter- 
prise. 

Many millions of dollars have been spent by plaintiff and its 
predecessors for advertising in New York newspapers which are 
circulated throughout the entire country and abroad, in newspapers 
published in other cities, in rotogravures and magazines having a 
national distribution, in local publications and in addition mail order 
catalogues, fashion booklets and other advertising matter are sent 
to plaintiff’s customers at various times during the year. 

As a result of conscientious effort and extensive advertising over 
a period of thirty-five years, the plaintiff has acquired and enjoys 
an enviable and unique reputation as one of the pre-eminently fine 
retail business establishments of the United States. Its business is 
both nationwide and international, being transacted in each of the 
forty-eight States of the Union, the District of Columbia and 
Canada. 

In the course and conduct of the business the plaintiff and its 
predecessors have adopted, used and advertised trade-marks for the 
purpose of designating and distinguishing particular types or lines 
of merchandise. 

The most important, extensively advertised and widely known 
trade-mark owned by the plaintiff is “Bramley,” which was adopted 
in April, 1920, and has been continuously used and featured since 
that time. 

Application for registration of the trade-mark “Bramley” was 
filed in the United States Patent Office on June 16, 1920, under the 
act of Congress of February 20, 1905 (Chap. 592, Feb. 20, 1905; 33 
U. S. Stat. at Large, 724-731; U. S. Code, tit. 15, §§ 81-109), for 
various articles of women’s, men’s and children’s clothing in Class 





FRANKLIN SIMON & CO. V. BRAMLEY BLOUSES 607 


No. 39, clothing, including women’s, girls’ and misses’ shirt waists, 
dresses and suits; the application was granted and the trade-mark 
was registered on April 18, 1922, registration No. 154,696. 

On November 27, 1923, a further registration of the trade-mark 
under the act of Congress of 1905 was granted for additional articles 
of clothing in Class No. 39, trade-mark registration No. 176,500. 

The trade-mark was also registered in the Canadian Patent 
Office on January 18, 1937 (No. N. S. 6381, reg. 22). A prior 
registration of the trade-mark in Canada by one Frank C. Bishop 
was, on plaintiff's application, expunged by the Exchequer Court of 
Canada by decree dated May 15, 1936. 

Since adoption of the trade-mark plaintiff has applied “Bram- 
ley” to specially selected lines of merchandise embodying a basic 
idea of classic and fresh simplicity of the most fundamental quality 
and of the soundest taste. Entire outfits of “Bramley” merchandise, 
as well as individual articles of apparel, are sought and purchased 
by plaintiff’s customers. 


More than $1,000,000 has been spent on “Bramley” advertising. 


Bramley Blouses, Inc., the defendant, was organized in 1935 
and engaged exclusively in manufacturing ladies’ blouses and other 
articles of similar apparel. It never engaged in the retail business. 

I find from the evidence that the defendant unconsciously and 
with no intent to deceive or mislead the buying public adopted as 
part of its corporate name the word “Bramley.” I further find from 
the testimony and trade-marks introduced in evidence that the plain- 
tiff is entitled to the exclusive proprietary right to the name “Bram- 
ley” as applied to apparel merchandise. 

Due to the fact that defendant has used the word “Bramley” 
without intent to infringe or to engage in unfair competition, the 
court will award no money damages. 

Judgment is directed for plaintiff enjoining and restraining de- 
fendant from the use of the word “Bramley.” Findings of fact hav- 


ing been waived, submit judgment on February 3, 1939. 
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DECISIONS OF THE COMMISSIONER OF PATENTS 
Corporate Name 


Frazer, A. C.: Sustained the opposition of Purex Corporation, 
Ltd. to the application of Leonard Tissue Company for the regis- 
tration of the word “Purex” as a trade-mark for toilet tissue and 
paper towels. 


Noting that opposer is the owner and prior user of the same 


mark, variously registered for “general cleaning preparation in 


liquid form with incidental water-softening properties,” “bleach and 
water softener,” “‘a general cleanser and a bowl cleanser,” and “a 
drain opener,” the Assistant Commissioner agreed with the Examiner 
of Interferences that the goods of the parties are of different descrip- 
tive properties, but held that applicant’s mark constitutes a sub- 
stantial appropriation of opposer’s corporate name and that the op- 
position should have been sustained upon that ground. 

Commenting upon the Examiner’s position that in the name 
“Purex Corporation, Ltd.,” the last two words are essential elements 
and that the word “Purex”’ is therefore “less than the whole name,” 
the Assistant Commissioner quoted from his decision in White Cap 
Co. v. Allied Stores Corporation, 503 O. G. 870, 41 [29 T.-M. Rep. 
408], as follows: 


The only question presented for determination is whether or not the 
mark proposed to be registered consists merely in the opposer’s corporate 
name, and is hence forbidden registration by the second proviso of Section 
5 of the Trade-Mark Act of February 20, 1905. The Examiner was of the 
opinion that the word “Company” is an essential part of opposer’s name, 
and that in its absence the words “White Cap” do not fall within the 
prohibition of the statute. 

The Examiner’s ruling finds no support in the decisions of the courts or 
of the Commissioner of Patents. It has been the uniform practice to ignore 
such words as “company,” “incorporated” and “limited” in corporate names, 
on the theory that they do not serve to identify any particular corporation. 
For example, it was held by the Court of Appeals of the District of Colum- 
bia in The Asbestone Co. v. The Philip Carey Manufacturing Co., 41 App. 
D. C. 507 [4 T.-M. Rep. 161], that “Asbestone” was the corporate name of 
The Asbestone Company; and that case was cited with approval by the 
Court of Customs and Patent Appeals in Feldman v. Amos and Andy, 21 
C. C. P. A. 823, 68 F. (2d) 746 [23 T.-M. Rep. 69]. In the Patent Office it 
has been held that “Fire Fighter” is the corporate name of The Fyr-Fyter 
Company (The Fyr-Fyter Co. v. William L. Barrell Co., 475 O. G. 688, 32 
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U. S. P. Q. 260); that “Wizard” is the corporate name of Wizard, Inc. 
(Ex parte Gruendler Crusher & Pulverizer Co., 156 M. D. 710 [21 T.-M. 
Rep. 533]; and that “Americanmaid” is the corporate name of The Ameri- 
can Maid Company (Ex parte The American Thermos Bottle Co., 156 M. D. 
301 [20 T.-M. Rep. 485].1 


Goods of Different Descriptive Properties 


Frazer, A. C.: Dismissed the petition of Technicolor, Inc., and 
Technicolor Motion Picture Corporation to cancel the trade-mark 
registration issued under the 1920 Act to Koh-I-Noor Bleistiftfabrik 
L.. & C. Hardtmuth, of Budweis, Czechoslovakia, for the word ‘“Tech- 
nicolor’’ used upon colored chalk pencils and colored sticks. 

Noting that Technicolor, Inc., is a holding corporation, whose 
petition is based.on the alleged ground that respondent’s mark is an 
appropriation of its corporate name, and that Technicolor Motion 
Picture Corporation relied on its ownership of the registered trade- 
mark “Technicolor” for “‘motion picture films,” which it asserts to 
be merchandise of the same descriptive properties as respondent’s 
goods, the Assistant Commissioner observed that the petitioners 
were misjoined as parties. 

In his decision, after stating that the Examiner held that colored 
pencils and motion picture film are of different descriptive properties 
but sustained the petition on the ground that the notation ‘““Techni- 
color’ in the notations used as names by the petitioners is so dis- 
tinctive that its use on pencils sold by the registrant would be likely 
to result in confusion of persons, the Assistant Commissioner said: 


The effect of the Examiner’s ruling would be to forbid registration of 
corporate names under the 1920 Act, to others than the interested corpora- 
tions, in practically all cases; for there is always some likelihood of “con- 
fusion of persons” where the trade-mark of one trader is identical with the 
name of another. The statute contains no such prohibition, and the Exam- 
iner’s construction of the language used is contrary to its generally accepted 
meaning. 


He then quoted with approval the following rule from the Com- 
missioner’s decision in Certain-teed Products Corporation v. Clark, 
146 M. D. 442, 887 O. G. 476 [15 T.-M. Rep. 271]: 


1 Purex Corporation, Ltd. v. Leonard Tissue Company, Opp’n No. 17,275, 
163 M. D. 382, September 29, 1939. 
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The mere use of a corporate name as the name of a corporation will not 
prevent establishing a trade-mark right to the same name by using it in 
commerce on goods different from those dealt in by the corporation. When 
that trade-mark right has been established, the mark may be registered 
under the Act of 1920. 


Considering the descriptive properties of the goods, he said: 


Respondent’s pencils and sticks are used in tinting photographs. So far 
as the record discloses, they are not suitable for use in coloring photo- 
graphic negatives, and they have no utility in connection with the produc- 
tion of motion pictures. It is true that they are sold by dealers in photo- 
graphic supplies, and that many such dealers also sell motion picture film; 
but that fact, while entitled to consideration, is not conclusive upon the 
question presented. It is my opinion that the relationship between colored 
pencils and colored motion picture film is too remote to warrant a holding 
that such goods possess the same descriptive properties within the meaning 
of the Trade-Mark Act, and I am constrained to agree with the Examiner 
of Interferences that they do not.? 


Goods of Same Descriptive Properties 


Frazer, A. C.: Held that The Philadelphia Inquirer Company 
is not entitled to register the notation “Everybody's Weekly,” which 
is the title of the magazine section of the Sunday edition of appli- 
cant’s newspaper, in view of a publication, referred to in the testi- 


mony as a “humorist publication, used by a lot of radio entertainers 


and social entertainers,” having the same title and continuously sold 


in the United States since a time prior to applicant’s date of first 
use. 
In his decision the Assistant Commissioner said: 


It must be conceded that the likelihood of confusion is slight, but that 
fact does not remove the statutory bar against registration of “trade-marks 
which are identical with a registered or known trade-mark owned and in 
use by another and appropriated to merchandise of the same descriptive 
properties”; and no one would seriously argue that the two publications are 
not merchandise of the same descriptive properties within the meaning of 
the statute.* 


Frazer, A. C.: Denied a petition by Continental Distilling Cor 
poration questioning the propriety of the action of the Examiner of 
2 Technicolor, Inc., and Technicolor Motion Picture Corporation v. Koh- 


I-Noor Bleistiftfabrik L. & C. Hardtmuth, Canc. No. 3225, 163 M. D. 374, 
September 18, 1939. 


3 King Features Syndicate, Inc. v. The Philadelphia Inquirer Company, 
Opp’n No. 17,403, 163 M. D. 380, September 26, 1939. 
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Interferences who dismissed without prejudice the petition of Old 
Charter Distillery Co., Incorporated, for cancellation of a certain 
trade-mark registration of Continental Distilling Corporation. 

The Assistant Commissioner noted that the order complained of 
was based upon a voluntary withdrawal of the petition to cancel, 
filed more than a month before the expiration of the time fixed for 
the closing of respondent’s testimony, and nearly six months before 
the date set for final hearing, and said: 

As was stated by Mr. Chief Justice Taft in the oft-cited case of Ex 
parte Skinner & Eddy Corporation, 265 U. S. 86: “It is ordinarily the un- 
disputed right of a plaintiff to dismiss a bill in equity before final hearing.” 
The only exception appears to be where dismissal would be prejudicial to 
the defendant beyond “the mere prospect of being harassed and vexed by 
future litigation of the same kind.” Subject to that exception, the rule has 
always been observed by the Patent Office in trade-mark cases, and the 
instant proceeding does not come within the exception. 

In distinguishing the instant case from the cases of The Pene- 
trene Corporation v. Plough, Inc., 491 O. G. 722 [28 T.-M. Rep. 
379], and Outcault v. The New York Herald Co., 136 O. G. 487, 
1908 C. D. 204, relied upon by petitioner, the Assistant Commis- 
sioner pointed out that in those cases testimony had been taken by 
both parties, and the proceedings were ready for final hearing, so 
that it seemed that the respondent would be prejudiced beyond the 


mere possibility of a renewal of the litigation; whereas,, in the in- 


; , % 
stant case that situation does not exist, as respondent has’ taken no 


testimony and has incurred no costs. 


He then added: 


To disturb the Examiner’s ruling upon the facts here disclosed would be 
in effect to hold that a petition to cancel a trade-mark registration may 
never be dismissed on the petitioner’s motion without the respondent’s con- 


sent. In my opinion any such holding would be in direct conflict with bind- 
ing authorities.* 


Insignia 


Frazer, A. C.: Held that applicant is entitled to register, under 
the 1905 Act, the trade-mark consisting of a white cross on a cir- 


*Old Charter Distillery Co., Incorporated v. Continental Distilling Cor- 
poration, Canc. No. 3436, 163 M. D. 381, September 29, 1939. 
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cular red background disposed within a blue field bearing the words 
“National Hospital Association.” 

Observing that the cross differs only slightly from the conven- 
tional Greek cross, the Assistant Commissioner said: 


Had Congress intended to prohibit the use in trade of the Greek cross in 
all colors, appropriate language to that end would doubtless have been em- 
ployed. The statute is penal in nature and must be strictly construed. It 
is my opinion that to adopt the Examiner’s construction would be to 
broaden the statute by implication, for I am unable to agree that within 
the fair meaning of the language used a white cross on a red ground may 
be said to be “made or colored in imitation” of a red cross on a white 
ground.® 


Non-Conflicting Marks 


Frazer, A. C.: Affirmed a decision of the Examiner of Trade- 
Mark Interferences dismissing the opposition by The Celotex Cor- 
poration and adjudging Masonite Corporation, entitled to register 
the notation ‘“‘Presdtex,”’ used on various construction materials such 
as fiber board. 

After noting that opposer’s counsel conceded that the opposition 
had been properly dismissed and urged only that the application to 


register should be refused ex parte for the asserted reason of con 
fusing similarity between ‘“Presdtex” and “Celotex,” registered fo 
use upon goods of the same descriptive properties by a third party 
some years before applicant’s filing date, the Assistant Commis- 
sioner said: 

While opposer is not entitled to be heard upon the question thus 
presented, it has nevertheless been given careful consideration, and I am 


unwilling to hold, in the absence of proof, that such confusion is reasonably 
likely to occur.® 


5 Ex parte National Hospital Association, Ser. No. 406,146, 163 M. D. 
372, September 13, 1939. 

6 The Celotex Corporation v. Masonite Corporation, Opp’n No. 16,973. 
163 M. D. 374, September 18, 1939. 





